Globalization, the rapid ascendency of online
storefronts, and an increasingly crowded marketplace of
products and services have presented owners of famous
trademarks various hurdles to protecting their brands
from dilution. The world and marketplace have shrunk as
any company can now project a global presence through
the Internet and massive, multinational conglomerates
sell an ever-widening range of products under one
brand. With such worldwide brand exposure, the
potential for brand dilution has increased dramatically,
and protecting famous marks has become more difficult
than ever before. However, Congress recently enacted
legislation to remove an obstacle that was preventing
some famous trademark owners from protecting their
trademarks from dilution.

Trademark Dilution Bill - H.R. 6215, 112th
Cong. (2012)
In a highly anticipated amendment to the Lanham Act,
Congress has addressed significant uncertainty
regarding a trademark owner’s ability to cancel
diluting, but federally registered, trademarks.
Congress has closed a loophole through which
potential infringers could undermine the distinctiveness
of famous marks and hinder their enforcement. H.R.
6215, signed into law on October 5, 2012, is intended
to address fears that diluting marks have not only
become more likely to pass through the prosecution
process than before, but also are more able to resist
cancellation by owners of famous marks.

Congress recently
enacted legislation to
remove an obstacle that
was preventing some
famous trademark
owners from protecting
their trademarks from
dilution.

In 1995, Congress enacted the Federal Trademark Dilution Act and completely barred state
law dilution claims against federally registered trademarks. 15 U.S.C. § 1125(c)(6). This
federal registration defense was intended to incentivize federal trademark registration.
However, during a series of 2006 amendments, a clerical error in enumerating section
1125(c)(6) resulted in fundamental changes to the federal registration defense. Whereas
the 1995 Act barred only state law dilution claims against federally registered trademarks,
the amended Act barred claims brought under both state and federal law. By barring both
state and federal dilution claims, Congress theoretically made it very difficult to cancel a
federally registered diluting mark. This unintended consequence materialized in September
2012 when the Trademark Trial and Appeal Board (“TTAB”) cited the amended 15 U.S.C. s
1125(c)(6) in dismissing a petitioner’s federal dilution claim against a federally registered
trademark. Academy of Motion Picture Arts and Sciences v. Alliance of Professionals and
Consultants, Inc., 104 U.S.P.Q.2d 1234 (TTAB 2012). The TTAB held that, intended or not,
Congress’s 2006 amendment barred federal dilution claims against federally registered
trademarks. Id.

Fortunately, Congress has acted to correct its previous error and restore its original intent to
only bar state law dilution claims against federally registered trademarks. In so doing,
Congress acknowledged that it did not intend to bar all dilution claims against federally
registered trademarks because doing so would encourage registration of diluting
trademarks and make it more difficult and costly for famous trademark holders to prevent
dilution of their trademarks. While Congress removed this hurdle, famous trademark owners
must still remain vigilant and protect their trademarks in the crowded worldwide
marketplace.
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